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DETAILED ACTION 

Election/Restrictions 

Newly submitted claims 68 and 69 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: 

Claim 19 was originally directed toward the combination of a user-programmable 
audio alert system containing a plurality of subcombinations defined as audio alert 
triggering events. The details relating to the plurality of subcombinations was, however, 
not part of the original scope of the claims. Thus, the limitations directed toward a 
ringing signal and an electronic mail message, as claimed in claims 68 and 69, 
respectively, constitute new matter that was not originally presented. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 68 and 69 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP§ 821.03. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-4, 7-12, 20-26, 29-34, 42-48, 51-56, and 64-67 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Shanahan (US Patent 6,496,692). 

Claim 1 is limited to a user-programmable audio alert system. Shanahan 
discloses a user-programmable and a computer device (i.e. audio alert system) 
(abstract) that generates an audio alert. The alert is generated by an emitter (figure 7, 
element 540). The alert is stored in an array (figure 7, element 550) programmed to 
detect an occurrence of an audio alert triggering event and relate the audio alert 
triggering event to the audio alert (column 7, line 60-column 8, line 5). Therefore, when 
the audio alert triggering event occurs, the data structure detects the occurrence of the 
audio alert triggering event and causes the device to emit the audio alert related to the 
triggering event (column 1 0, lines 1-11). 

As indicated in the proceeding section, Shanahan does not explicit disclose how 
the audio alerts are stored in memory. Therefore, Shanahan anticipates all limitations 
of the claim with the exception of an array. However, the examiner takes Official Notice 
of the fact that arrays (and lists) were well-known data structures at the time of the 
invention. Data structures are used to simplify the organization of data in a computer, 
especially when programming with object-oriented languages. Any number of 
elements, or in this case, audio alerts, can be accessed and modified with ease with 
high-level function calls. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to organize the digitally-stored audio alerts into an array (or list) 
to take advantage of their ease of use in programming. 

Claims 24 and 46 are rejected for the same reasons as claim 1 . 
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Claim 2 is limited to the system of claim 7, as covered by Shanahan. Shanahan 
discloses an audio alert created by a user (column 9, lines 24-41 ). Therefore, 
Shanahan makes obvious all limitations of the claim. 

Claims 25 and 47 are rejected for the same reasons as claim 2. 

Claim 3 is limited to the system of claim 7, as covered by Shanahan. Shanahan 
discloses an array programmed by a user (column 7, line 60-column 8, line 5). 
Therefore, Shanahan makes obvious all limitations of the claim. 

Claims 26 and 48 are rejected for the same reasons as claim 3. 

Claim 4 is limited to the system of claim 1, as covered by Shanahan. Shanahan 
discloses storage for storing data (figure 7, element 550) and wherein the array 
comprises an array stored in the device (column 10, lines 1-11). Therefore, Shanahan 
makes obvious all limitations of the claim. 

Claim 7 is limited to the system of claim 1, as covered by Shanahan. Shanahan 
discloses a wireless telephone (column 1 , line 43-column 2, line 20). Therefore, 
Shanahan makes obvious all limitations of the claim. 

Claims 20, 29, 42, 51 , and 64 are rejected for the same reasons as claim 7. 

Claim 8 is limited to the system of claim 1, as covered by Shanahan. Shanahan 
discloses editing alerts using the programmer, which resides in a personal computer 
(figure 4B, elements 90, 95). Therefore, Shanahan makes obvious all limitations of the 
claim. 

Claims 30 and 52 are rejected for the same reasons as claim 8. 
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Claim 9 is limited to the system of claim 7, as covered by Shanahan. Shanahan 
discloses embedding the programmer, which performs editing features, into the device. 
The device is a cellular telephone (column 1 , line 43-column 2, line 20) programmed 
using a keypad. Therefore, Shanahan makes obvious all limitations of the claim. 

Claims 31 and 53 are rejected for the same reasons as claim 9. 

Claim 12 is limited to the system of claim 1, as covered by Shanahan. Shanahan 
discloses detecting incoming calls (i.e. audio alert triggering event) and alerting a user 
with specialized audio signatures that are unique to the person who called (i.e. 
programmable to modulate the audio alert according to an external variable associated 
with the audio alert triggering event) (column 7, line 60-column 8, line 5). Therefore, 
Shanahan makes obvious all limitations of the claim. 

Claims 23, 34, 45, 56, and 67 are rejected for the same reasons as claim 12. 

Claim 10 is limited to the system of claim 1, as covered by Shanahan. Shanahan 
discloses a personal computer (i.e. device) including a programmer, which creates 
audio alerts; the computer has a transmitter (figure 2, element 32). The computer 
programs (i.e. wherein the device is programmable to transmit the audio alert to.. .) the 
programmable device (i.e. another device). The programmable device has storage for 
storing data (figure 7, element 550) and an emitter for emitting the audio alert (figure 7, 
element 540). Therefore, Shanahan makes obvious all limitations of the claim with the 
exception of wherein the device has an emitter. The examiner takes Official Notice of 
the fact that speakers are well known peripherals in computers. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to include a speaker 
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in the computer/programmer of Shanahan for the purpose of previewing the audio alerts 
being edited for use in the user-programmable device. 

Claims 21 , 32, 43, 54, and 65 are rejected for the same reasons as claim 10. 

Claim 1 1 is limited to the system of claim 10, as covered by Shanahan. 
Shanahan discloses transmitting the audio alerts (i.e. array) to the programmable (i.e. 
another device) (column 10, lines 1-11). Therefore, Shanahan makes obvious all 
limitations of the claim. 

Claims 22, 33, 44, 55, and 66 are rejected for the same reasons as claim 1 1 . 

Claims 6, 28, and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shanahan in view of Makelaet et al. (US Patent 6,501 ,967). 

Claim 6 is limited to the system of claim 7, as covered by Shanahan. Shanahan 
discloses programmer integrated into the phone, and a method of programming using 
the keypad, and a way of sampling and editing sounds, but does not disclose the ability 
to create original user alerts. Therefore, Shanahan makes obvious all limitations of the 
claim with the exception wherein the audio alert comprises a sequence of numbers and 
wherein each number further comprises a distinct musical tone. Makelaet teaches a 
way to program user-original songs into a cellular telephone using the keypad, where 
each musical note is represented by a particular number sequence (column 4, lines 31- 
65). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include the means to program user-original music represented as numbers 
as taught by Makelaet for the purpose of generating desired melodies for use as alerting 
tones. 
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Claims 28 and 50 are rejected for the same reasons as claim 6. 

Claims 13, 15, 35, 37, 57, and 59 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shanahan in view of Kennedy, III et al. (US Patent 6,535,743). 

Claim 13 is limited to the system of claim 12, as covered by Shanahan. 
Shanahan discloses providing audio alerting for incoming calls, but does not include 
way to vary audio signals based on GPS information. Therefore, Shanahan makes 
obvious all limitations of the claim with the exception wherein the external variable 
comprises global positioning information. Kennedy teaches implementing a GPS 
tracking unit into a cellular telephone so that customized audio alerting directions may 
be downloaded and played to a user in case they are lost (column 2, line 58-column 3, 
line 6). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement the GPS tracking and direction system as taught by Kennedy 
into the cellular telephone of Shanahan for the purpose of providing directions to a user 
if they become lost. 

Claims 35 and 57 are rejected for the same reasons as claim 13. 

Claim 15 is limited to the system of claim 12, as covered by Shanahan. 
Shanahan discloses providing audio alerting for incoming calls, but does not include 
way to vary audio signals based on directional information. Therefore, Shanahan 
makes obvious all limitations of the claim with the exception wherein the external 
variable comprises directional information. Kennedy teaches implementing a GPS 
tracking unit into a cellular telephone so that customized audio alerting directions may 
be downloaded and played to a user in case they are lost (column 2, line 58-column 3, 
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line 6). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to implement the GPS tracking and direction system as taught by Kennedy 
into the cellular telephone of Shanahan for the purpose of providing directions to a user 
if they become lost. 

Claims 37 and 59 are rejected for the same reasons as claim 15. 

Claims 14, 36, and 58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shanahan in view of Skorko (US Patent 6,560,466). 

Claim 14 is limited to the system of claim 12 A as covered by Shanahan. 
Shanahan discloses providing user-defined alert tones, but does not modify their 
behavior in response to relative distance. Therefore, Shanahan makes obvious all 
limitations of the claim with the exception wherein the external variable comprises 
relative distance information. Skorko teaches modulating the volume of a ring tone (i.e. 
alert tone) based on the distance of a body from the phone to prevent scaring users 
when they are close to the phone and receive a request for a ring tone (column 1 , lines 
25-63). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include the volume modulating apparatus as taught by Skorko into the 
cellular phone of Shanahan for the purpose of not scaring someone that is close to a 
ringing telephone. 

Claims 36 and 58 are rejected for the same reasons as claim 14. 

Claims 16, 38, and 60 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shanahan in view of Mulla et al. (US Patent 6,31 1 ,896). 
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Claim 16 is limited to the system of claim 12> as covered by Shanahan. 
Shanahan discloses providing audio alerts, in particular, when an incoming call is 
detected, but provides no means to handle other types of data. Therefore, Shanahan 
makes obvious all limitations of the claim with the exception wherein the external 
variable comprises retail information. Mulla teaches integrating a bar code scanner into 
a cellular telephone (column 12, lines 14-18) to provide a way for consumers to shop or 
prepare their shopping lists (column 9, lines 61-65). The scanner provides an audio 
indication of the success of scanning activities (i.e. retail information) (column 9, lines 
23-45) (table 1 ). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to integrate the bar code scanner as taught by Mulla into the cellular 
telephone of Shanahan for the purpose of allowing consumers to shop or prepare their 
shopping lists with the device. 

Claims 38 and 60 are rejected for the same reasons as claim 16. 

Claims 5, 17, 18, 19, 27, 39-41, 49, and 61-63 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Shanahan in view of Mulla and further in view of 
Lemelson (US Patent 5,945,656). 

Claim 17 is limited to the system of claim 16 y as covered by Shanahan in view of 
Mulla. Mulla teaches providing product and other information to a consumer from a 
merchant, however, Mulla discloses no details as to how to alert and display this 
information to the consumer. Therefore, Shanahan in view of Mulla makes obvious all 
limitations of the claim with the exception wherein an audio alert is modulated according 
to product information. Lemelson teaches generating audio-based product information 
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with respect to a scanned bar code to prevent false scanning of unrelated bar codes 
(column 7, lines 20-36). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the audio alert system of Mulla to transducer scanned 
bar codes into readily understandable audio alerts that relate to product information for 
the purpose of insuring that a scanned bar code relates to a particular item. 

Claims 39 and 61 are rejected for the same reasons as claim 17. 

Claim 18 is limited to the system of claim 16, as covered by Shanahan in view of 
Mulla. Mulla teaches providing price and other information to a consunner from a 
merchant, however, Mulla discloses no details as to how to alert and display this 
information to the consumer. Therefore, Shanahan in view of Mulla makes obvious all 
limitations of the claim with the exception wherein an audio alert is modulated according 
to price information. Lemelson teaches generating audio-based price information with 
respect to a scanned bar code to prevent false scanning of unrelated bar codes (column 
7, lines 20-36). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the audio alert system of Mulla to transducer scanned bar 
codes into readily understandable audio alerts that relate to product information for the 
purpose of insuring that a scanned bar code relates to a particular item. 

Claims 40 and 62 are rejected for the same reasons as claim 18. 

Claim 5 is limited to the system of claim 7, as covered by Shanahan. Shanahan 
discloses alerting a user of incoming telephone calls using different signature alerts (i.e. 
a plurality of alerts). Shanahan does not disclose other audio alerting events besides 
incoming call alerting. Therefore, Shanahan makes obvious all limitations of the claim 
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with the exception wherein the array comprises a plurality of arrays, and wherein each 
array is programmed to detect the occurrence of one of a plurality of audio alert 
triggering events and relate the one of the plurality of audio alert triggering events to 
one of the plurality of audio alerts. For the same reasons given in any of claims 1 3-1 8, 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
to import any of the aforementioned plurality of audio alerts into the cellular phone of 
Shanahan. 

Claims 19, 27, 41, 49, and 63 are rejected for the same reasons as claim 5 and 
the reasons presented in the proceeding section. 

Response to Arguments 

Applicant's arguments with respect to claims 1-69, filed 10 June 2004, have been 
fully considered but they are not persuasive. 

With respect to independent claims 1 , 24, and 46, the applicant has amended the 
claim language directed toward a data structure such that either a list or array is used. 
Clearly, lists and arrays are merely specific types of data structures. However, it is 
respectfully submitted that, even in the absence of explicit teaching in the current 
references, these limitations do not distinguish the claimed invention from the prior art. 
More detail is provided in the preceding section. 

With respect to independent claims 19, 41 , and 63, the applicant has amended 
the claim language directed toward the audio alerts, specifying that each audio alert is 
distinctive. The examiner respectfully disagrees that this distinguishes the claimed 
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invention from the prior art. In particular, the examiner previously rejected the 
aforementioned claims by reasoning that any number of a plurality of audio alerts is 
equally beneficial to the operation of the device disclosed by Shanahan. See the office 
action, filed 08 March 2004; in particular, the rejection of claims 5, 19, 41 , and 63 on 
page 10. Furthermore, each of the external variables discussed in claims 13-18 are 
clearly distinctive over each other and require distinct triggering events to occur. As an 
example, consider claims 13 and 14. The rejection of claim 13 included reference to 
Kennedy, who teaches supplying GPS directions upon request. The rejection of claim 
14 included reference to Skorko, who teaches adjusting the volume of a ring tone based 
on the proximity of a user. Clearly, receiving directions and receiving a ring tone are 
distinct events. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter F Briney III whose telephone number is 703-305- 
0347. The examiner can normally be reached on M-F 8am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Forester W Isen can be reached on 703-305-4386. The fax phone number 
for the qrganization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


WFB 

11/10/04 



